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Response to Amendment(s) 

Applicant's response on December 5, 2008 filed in response to the Office 
Action dated June 5, 2008 has been received and duly noted. 

In view of this response, the status of the rejections/objections of record is as 
follows: 

Status of the Claims 

Claims 1-4 and 6-17 are pending and rejected. 

Claim 5 is directed towards non-elected subject matter. 

35 USC §112 Rejection(s) 
The 1 12-2 nd rejection of claims 1-4 and 6-17 regarding the "substituents", more 
specifically, "optionally substituted" has not been overcome in view of Applicants 
argument. What are variables optionally substituted with? The Specification does not 
provide a standard for ascertaining how this term is defined. In Applicant's argument, 
the Examiner is directed to page 5 of Specification which states the following: 

vfaettvfct each R ie W©peo<3wtfy selected from Hore ^g^eirat prsferafeiy, each R is 



What does Applicant intend by this term "substituent"? This term could be anything? 
Applicants do not have any written description for what it could be hence it is indefinite 
as to the scope of the claimed substituents. 

The 1 1 2-1 st rejection of claims 1-4 and 6-17 regarding the scope of enablement 
for "Ar1 , Ar2, L and M" have not been overcome in view of Applicants arguments. As 
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described in previous Non-Final Office Action, Ar1 , Ar2 and L and M are not enabled to 
be all aryl and heteroaryl compounds and all metals as claimed, respectively. 

Applicants have argued that the term "aryl and heteroaryl" are well-established 
terms of art pertaining to claimed invention. This is not persuasive because there are 
inconsistent and differing uses of the word "aryl and heteroaryl" in the art. The widely 
used "Condensed Chemical Dictionary" states that the term heteroaryl means - 
designating a closed-ring structure, usually of either 5 or 6 members, in which one or 
more of the atoms in the ring is replaced with sulfur or nitrogen (see page 566 - the term 
"heteroaromatic" references the term "heterocyclic", so Examiner will used the definition 
of heterocyclic with the term heteroaryl). The widely used textbook "Organic Chemistry" 
by Fessenden says on page 451 that the compounds must be aromatic but that any and 
all atoms in the ring may be selected from the entire periodic table, not just selected 
from sulfur or nitrogen. The less widely used textbook "Introduction to Organic 
Chemistry" by Streitwieser on page 1061 defines "heterocycles" as both aromatic and 
nonaromatic. It further implies that the nitrogen, oxygen and sulfur atoms are commonly 
meant and that any size ring falls under the rubic of the word. A similar rationale can be 
used for the term "aryl". 

The Board of Patent Appeals and Interferences held, and the court affirmed In re 
Hawkins 179 USPQ 421 that "It must also be noted that the claim terminology is so 
broad that it does not even require that the heterocyclic group contain a carbon atom. 
Heterocyclic ring systems containing phosphorus, boron, silicon and other elements in 
addition to nitrogen and oxygen without the inclusion of carbon atoms are well-known 
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and could not be expected to produce compounds having the properties herein 
claimed." Applicant is clearly not enabled for the full scope of the terms "aryl and 
heteroaryl" as universally defined. 

Additionally, Applicant has not provided sufficient guidance in the Experimental 
for one of ordinary in the art to take any aryl and/or heteroaryl group and incorporate it 
into Applicant's invention. As stated in previous Action, Applicant has only provided 
guidance where Ar1-Ar2 are phenyl-pyridinyl. In regards to Applicant's request for 
clarification, Examiner means that Applicant is enabled for Ar1, Ar2 and L being 
pyridinyl and phenyl, M being Ir and not enabled when Ar1 , Ar2 and L are different. For 
example, Applicant has not provided guidance when (Ar1-Ar2)n, where n-3 to be 
phenyl-phenyl, phenyl-pyridinyl and pyridinyl-pyridinyl. 



Claim Rejections - 35 USC § 102 

It seems as if Applicant has replied to Examiner's 102 rejections anticipated by 
Kamatani (EP 1,349,435), Tsuboyama (EP 1,239,526), Lamansky (Inorg. Chem. 2001, 
40, 1704-1711) and Lamansky (WO 02/15645) all in one comprehensive argument. 
Applicant did not specifically argue each individual rejection that was presented to 
Applicant individually as shown in previous Office Action. 

Rejections of claims 1 -4, 6-8 and 10,12 and 1 4-1 6 are maintained under 35 
U.S.C. 102(e) as being anticipated by Kamatani (EP 1,349,435), Tsuboyama (EP 
1,239,526), Lamansky (Inorg. Chem. 2001, 40, 1704-171 1) and Lamansky (WO 
02/15645). 
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For example, as disclosed in previous Office Action, Kamatani discloses a 
method of forming a metal complex of Formula M(Ar1Ar2)nl_ comprising of a step of 
reacting a compound of Formula I with bidentate ligand (wherein Ar1 and Ar2 = 
phenylpyridinyl) with an enabling ligand wherein R1=H in a two-step process (see pages 
42 and 48-50). 




Applicant argues that acac, pic and sal can be interpreted as enabling ligands 
capable of breaking the halogen bridge of the complex and they are not bidentate 
ligands capable of forming at least one carbon-to-metal bond with the metal. 

Firstly, Applicant defines an "enabling ligand" as being a bidentate ligand of 
formula (Mb): 




(see bottom of page 4 and top of page 5 of Specification). 
Applicant did not claim that the "enabling ligand" must be bidentate ligands capable of 
forming at least one carbon-to-metal bond with the metal. According to the 
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Specification, the "enabling ligand" can be a monodentate ligand or a bidentate ligand 
(see bottom of page 4 and top of page 5 of Specification). 

Secondly, Applicant argues that the applied art specifically teaches that the 
monomeric complex must be further reacted in a separate step with a second bidentate 
ligand, which is capable of forming at least one carbon-to-metal bond with the metal 
complex to obtain complexes of formula M(Ar1Ar2)nL Examiner respectfully disagrees 
with Applicant's argument. EP '435 clearly illustrates a dimeric complex along with 
"acac" being reacted with third monomer compound to form complexes of claimed 
formula M(Ar1 Ar2)nl_ (see page 50). 




In claim 1, Applicant claims "a method of forming a metal complex of formula 
M(Ar1Ar2)nl_ comprising the step of reacting a compound of formula I with a bidentate 
ligand... in the presence of an enabling ligand that is capable of breaking the halogen 
bridge..." Stated rejections falls with in the scope of Applicant's claimed invention. 

Furthermore, Examiner is perplexed by Applicant's explanation of arguments set 
forth. Applicant argues that the "enabling ligand" is bidentate ligands capable of forming 
at least one carbon-to-metal bond with the metal. In the contrast, Applicant claims 
(claim 6) that the enabling ligand is a monodentate ligand. What does Applicant intend? 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Conclusion 

Applicant is respectfully reminded that it is required that all claims be amended to 
elected group. Examiner also warns Applicant not to introduce new matter when 
amending. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Mabry, PhD whose telephone number is (571) 
270-1967. The examiner can normally be reached on M-F from 9am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
primary examiner can be reached at (571 ) 272-0684, first, or the Examiner's supervisor, 
Janet Andres, PhD, can be reached at (571 ) 272-0867. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

/John Mabry/ 
Examiner 
Art Unit 1625 

/Rita J. Desai/ 
Primary Examiner, Art Unit 1625 



